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REMARKS/ARGUMENTS 

Claims 1-21 are pending in the present application of which claims 1, 8, 15, and 21 are 

independent. Claims 1, 7, 8, 14, 15, 18, and 21 are amended. 

REJECTION UNDER 35 U.S.C. § 101 

In section 3 on page 4, the Office Action rejects claims 1-21 under 35 U.S.C. § 101 as 
allegedly failing to provide any useful, concrete, or tangible result in response to "searching the 
at least two sets of rules for at least one rule matching the key/* Applicant respectfully traverses 
this rejection. 

Regarding independent claims 8 and 21, Applicant respectfully submits that the claims 
recite a result or a change in view of "searching/' More specifically, independent claim 8 recites 
the step of ^ 'applying the action associated with each of the at least one rule to the data packet" if 
at least one at least one rule matching the key is found (emphasis added). Similarly, independent 
claim 21 recites "instructions for applying the action associated with each of the at least one rule 
to the data packet, in the event that at least one rule matching the key is found" (emphasis 
added). Applicant respectfully submits that "applying the action ... to the data packet'* is a 
useful, concrete, and tangible result. 

Regarding independent claims 1 and 15, these claims recite subject matter that describes 
a result or a change in view of "searching." More specifically, independent claims 1 and 15 both 
recite "applying an action associated with the at least one rule to the data packet" (emphasis 
added). Support in the specification for the subject matter added to these claims can be found in, 
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for example, paragraph [17]. As discussed above in connection with claims 8 and 21, **applying 

an action . , . to the data packet" is clearly a useful, concrete, and tangible result. 

Accordingly, independent claims 1, 8, 15, and 21 recite statutory subject matter under 35 
U.S.C, § 101. Claims 2-7 depend from claim 1, claims 9-14 depend from claim 8, and claims 
1 6-20 depend from claim 15, 

For at least the forgoing reasons, Applicant respectfully requests that the rejection of 
claims 1-21 under 35 U.S.C § 101 be withdrawn. 

DOUBLE PATENTING REJECTIONS 

In section 4 on pages 5-6, the Office Action rejects claims 1-21 on the ground of non- 
statutory obviousness-type double patenting as allegedly being unpatentable over claims 1-23 of 
U.S. Patent No, 6,850,531 to Rao (hereinafter "Rao"). The Office Action correctly concedes that 
the allegedly conflicting claims are not identical. However, the Office Action asserts that "all 
elements of claims 1-21 correspond to the claims 1-23 of the patent claims" and further alleges 
that **patent claims anticipate the instant claims." 

Applicant respectfully submits that this double patenting rejection is improper. As 

detailed in M.P.E.P. §804: 

Any obviousness-type double patenting rejection should make 
clear: 

(A) The differences between the inventions defined by the 
conflicting claims - a claim in the patent compared to a claim in 
the application; and 

(B) The reasons why a person of ordinary skill in the art would 
conclude that the invention defined in the claim at issue is 
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anticipated by, or would have been an obvious variation of, the 
invention defined in a claim in the patent. 

Applicant notes that the present double patenting rejection fails to compare the claims of 
Rao to the currently pending claims. Instead, the Office Action merely quotes brief passages 
without providing context. Applicant submits that it is well-established law that this rejection is 
improper, as a proper obviousness-type double patenting rejection follows the factual inquiries 
set forth in Graham v. John Deere Co,, 383 U.S. 1, 148 USPQ 459 (1966). Thus, instead of 
vaguely referring to out-of-context phrases, an obviousness-type double patenting rejection 
should "determine the scope and content of a patent claim relative to a claim in the application at 
issue," as set forth in M.P.E.P. 804. 

This rejection does not provide any reasons why one of ordinary skill in the art would 
conclude that Rao's claims render the currently pending claims in this application obvious. On 
pages 3, the Office Action alleges that "the main, and arguably only, difference is the structure 
used to make the determination and searching the rule, while the patent is more specific as to the 
structure being a selection of a stored routing table, the instant claims merely consists of a 
substitution of what is used to make the determination.*' However, this allegation neither refers 
to any specific claims in Rao nor claims in the present application. Therefore, the double 
patenting rejection in the Office Action fails to present a prima facie case of obviousness 
because it fails to compare the scope and content of Rao's claims with the scope and content of 
the claims in the present application. 

The pending claims include a multitude of phrases not addressed in the rejection and 
recite subject matter not recited anywhere in Rao's claims. Applicant respectfully submits that 
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all of the subject matter recited in the rejected claims and not expressly addressed in the rejection 

constitutes patentably distinct subject matter from that recited in Rao's claims. For at least the 

forgoing reasons, Applicant respectfully requests that the rejection of claims 1-21 on the ground 

of non-statutory obviousness-type double patenting be withdrawn. 

Should the Examiner maintain this rejection in a subsequent Office Action, Applicant 
again requests that the rejection more clearly detail the reasons for the rejection. More 
paiticularly, Applicant respectfully requests that the Office Action specify in detail how Rao's 
individual claims correspond to pending claims, clearly identifying the subject matter in each 
claim, and accounting for every difference, line by line. 

In section 5 on page 6, the Office Action provisionally rejects claims 1-21 on the ground 
of non-statutory obviousness-type double patenting as allegedly being unpatentable over claims 
1-33 of co-pending Published U.S. Patent Application No. 09/998,504 to See et al. (hereinafter 
"See"). Applicant respectfully traverses this rejection. 

Applicant respectfully submits that this rejection is improper on its face, as the rejection 
fails to identify specific dijQFerences between See's claims and the pending claims. The rejection 
also fails to provide any reason why a person of ordinary skill in the art would have found that 
the invention defined in the pending claim at issue is anticipated by, or would have been an 
obvious variation of, the invention defined in See's claims. 

Nevertheless, Applicant holds in abeyance a substantive traversal of this rejection 
pending allowance of one or more claims in the co-pending application upon which the Office 
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Action relies. Should the rejection be maintained, Applicant again requests that the rejection 

specify, in detail, the reasons for the rejection. 

For at least the forgoing reasons. Applicant respectfully requests that the provisional 

rejection of claims 1-21 on the ground of non-statutory obviousness-type double patenting be 

withdrawn. 

REJECTION UNDER 35 U.S.C. § 102 

In section 6 on pages 7-9, the Office Action rejects claims 1-21 under 35 U.S.C* § 102(e) 
as allegedly being anticipated by U.S. Patent Number 7,133,914 to Holbrook (hereinafter 
"Holbrook"). Applicant respectfully traverses this rejection. 

Independent claim 1 recites "associating at least two sets of rules with the first interface, 
at least one of the sets of rules being a shared set of rules also associated with a second interface " 
(emphasis added). Independent claims 8, 15, and 2 1 contain similar recitations. 

Applicant respectfully submits that Holbrook does not disclose, teach, or suggest the 
subject matter quoted above. Holbrook relates to a method for merging multiple access control 
lists (ACLs) into a single ACL. See Figure 5; col. 6, In. 55-60. As illustrated in Figure 2, each 
network interface 260 in the router 200 is associated with multiple ACLs 210. 

Thus, in the system of Holbrook, there is a one-to-many relationship between interfaces 
and ACLs, not a one-to-many relationship between ACLs and interfaces. In other words, the 
method of Holbrook simply merges a number of access control lists associated with one interface 
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into a single access control list. Holbrook does not disclose, teach, or suggest that an ACL is 

shared by two or more interfaces. 

On page 3, the Office Action alleges that Holbrook "teaches one-to-many relationship 
between ACLs and interfaces/* In response, Applicant notes that Holbrook cannot teach this 
relationship because Holbrook only discloses a single interface [260: Fig. 2], A claim is 
anticipated only if each and every element as set forth in the claim is found, either expressly or 
inherently described, in a single prior art reference. Verdegaal Bros, k Union Oil Co, of 
Ca///b/7na,814R2d628,631,2USPQ2d 1051. 1053 (Fed. Cir. 1987). Also see M.P.E.P. 2131. 
Because independent claims 1, 8, 15, and 21 all recite "a second interface," Holbrookes teaching 
of a single interface cannot anticipate any of these claims because Holbrook does not disclose 
"each and every element." 

Accordingly, Holbrook does not disclose, teach, or suggest "associating at least two sets 
of rules with the furst interface, at least one of the sets of rules being a shared set of rules also 
associated with a second interface," as recited in claim 1 and similarly recited in independent 
claims 8, 15, and 21. Applicant respectfully asserts that claims 1, 8, 15, and 21 are allowable for 
at least these reasons. 

Claims 2-7 depend from allowable claim 1, claims 9-13 depend from allowable claim 8, 
and claims 16-20 depend from allowable claim 15, Thus, claims 2-7, 9-13, and 16-20 are 
allowable over Holbrook at least by virtue of their dependencies. For at least the forgoing 
reasons. Applicant respectfully requests that the rejection of claims 1-21 under 35 U.S.C. § 102 
be withdrawn. 
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CONCLUSION 

In light of the foregoing, withdrawal of the rejections of record and allowance of this 
application are earnestly solicited. 

While we believe that the instant amendment places the application in condition for 
allowance, should the Examiner have any further comments or suggestions, it is respectfully 
requested that the Examiner contact the undersigned attorney in order to expeditiously resolve 
any outstanding issues. 

In the event that the fees submitted prove to be insufficient in connection with the filing 
of this p^r, please charge our Deposit Account Number 50-0578 and please credit any excess 
fees to such Deposit Account. 



KRAMER & AMADO, P.C. 
1725 Duke Street, Suite 240 
Alexandria, VA 22314 
Phone: 703-519-9801 
Fax: 703-519-9802 



Respectfully submitted, 
Kramer & Amado, P.C. 



Date: March 25. 2008 
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